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DETAILED ACTION 

Specification 

The Specification, on lines 6-9 of page 1, incorporates Application No. 09/006,238 by 
reference. It is noted that Application No. 09/006,238 has been issued as Patent No. 6,377,286. 
The Specification should be amended to reflect this. 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 3, 9, and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the.subject matter which 
applicant regards as the invention. In each of these claims, there is no antecedent basis for the 
phrase, "those files," as it is unclear whether this phrase refers to the "program files" or the "data 
files" previously recited in the claim. 
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Claim Rejections - 35 USC§103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 7-9, and 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,760,774, which is attributed to Grossman et al. (hereafter referred to as 
"Grossman"), and also over the Macintosh graphical user interface, as described by the 
"Macintosh User's Guide for desktop Macintosh computers." In general, Grossman presents 
several embodiments for facilitating the selection of icons and for "cleaning up" a computer 
display (see, for example, column 1, line 10 - column 2, line 52). One such embodiment, which 
is of particular relevance to the instant application, involves consolidating icons that are not 
likely to be used into a single "master" icon (for example, see column 2, lines 35-44). 

Specifically regarding claim 1, Grossman discloses that the icons that are not likely to be 
used are determined based on their previous use; specifically, icons not likely to be used are 
those that have not been used for a predetermined amount of time (see column 8, line 49 - 
column 9, line 9). Icons satisfying these criteria are removed fi"om the display and incorporated 
into the master icon, whereby the appearance of the master icon changes to indicate the 
incorporation of the removed icons into the master icon (see column 9, lines 9-44). It is 
understood that such icons may represent files, such as application programs or data (for 
example, see column 1, lines 17-29; and column 4, lines 40-46). Accordingly, Grossman teaches 
a computer operable method like that of claim 1, the method comprising: automatically selecting 
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a file having an icon representing the file displayed on a computer screen wherein the file 
satisfies a first set of criteria, the first set of criteria defining when the file has not been used 
recently; automatically removing the icon representing the file from the computer screen; and 
automatically placing the icon into a first graphical object, namely a master icon. Grossman 
further discloses that an icon may be redisplayed, whereby the appearance of the master icon 
changes to indicate the expulsion of the icon from the master icon (for example, see column 9, 
lines 35-44). Grossman, however, does not explicitly disclose the means by which the user may 
cause the icon to be redisplayed, and therefore, does not teach that the icon may be redisplayed 
when the user opens the master icon, as is expressed in claim 1. 

Nevertheless, selecting an icon to open the icon, which results in the display of the icons 
incorporated within the opened icon, is well-known in the art. In the Macintosh graphical user 
interface, for example, icons may be removed from the display and incorporated within a single 
icon (for example, see pages 36-37: icons may be moved into a "trash" icon). By selecting and 
opening the single icon, the icons incorporated therein are displayed within a window (for 
example, see pages 36-37: by opening the "trash" icon, the icons previously moved to the trash 
icon are displayed). 

Therefore, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Grossman and the Macintosh graphical user interface before him at the time the 
invention was made, to modify the method taught by Grossman such that the master icon may be 
selected and opened to display the removed icons placed therein, as done in the Macintosh 
graphical user interface. It would have been advantageous to one of ordinary skill to utilize this 
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combination because selecting an icon to display the icons placed therein is an easy and intuitive 
way to view the icons, as is demonstrated by the Macintosh graphical user interface. 

As per claim 7, Grossman teaches that the above-described method may be applied on a 
computer system comprising memory, which is understood to have instructions for implementing 
the method (see column 4, lines 25-67). Such a memory implementing the above-described 
method taught Grossman and Macintosh is considered a "program storage medium," like that 
recited in claim 7. 

Concerning claim 13, it is understood that the above-described method of Grossman and 
Macintosh is implemented within a graphical user interface, for example, to remove icons within 
the graphical user interface that are not likely to be used. Such a graphical user interface 
implementing the above-described method taught by Grossman and Macintosh is considered a 
graphical user interface like that recited in claim 13. 

Regarding claims 2, 8, and 14, Grossman discloses that icons that are not likely to be 
used are determined based on their previous use; specifically, icons not likely to be used are 
those that have not been used for a predetermined amount of time, as is described above. Icons 
satisfying these criteria are removed from the display and incorporated into a master icon, 
whereby the appearance of the master icon changes to indicate the incorporation of the removed 
icons into the master icon, as is further described above. The above-described combination of 
Grossman and Macintosh thus teaches automatically selecting a file represented by an icon, 
wherein the file satisfies a first set of criteria, and wherein the first set of criteria is satisfied 
when the file has been selected fewer than a specified number of times, i.e. once, in more than a 
predetermined amount of time. 
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Concerning claims 3, 9, and 15, Grossman discloses that icons that are not likely to be 
used are determined based on their previous use; specifically, icons not likely to be used are 
those that have not been used for a predetermined amount of time, as is described above. The 
above-described combination of Grossman and Macintosh is thus considered to teach keeping a 
log of files selected in a desktop event log, Uke recited in claims 3, 9, and 15, particularly to 
determine the amount of time since each file was last used and to determine files that are not 
likely to be used. It is understood that these icons may represent files, such as application 
programs or data, which may be selected via a graphical user interface (for example, see column 
1, lines 17-29; and column 4, lines 40-46 of Grossman; or see pages 18-19 of the Macintosh 
User's Guide). Accordingly, the above-described combination of Grossman and Macintosh is 
considered to teach keeping a log of files selected in a desktop event log, wherein like recited in 
claims 3, 9, and 15, the files selected include program files selected to be executed and data files 
selected to perform other operations using those files, and wherein the files selected comprise 
files whose selection is initiated by a graphical user interface. 

Claims 4-6, 10-12, and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the above-described combination of Grossman and Macintosh, and also over other 
embodiments described by Grossman. As described above, Grossman and Macintosh describe a 
method like that of claim 2, a program storage medium like that of claim 8, and a graphical user 
interface like that of claim 14, whereby icons satisfying specified criteria, that is, icons that have 
not been selected for a predetermined amount of time, are removed from the display and 
consolidated into a single master icon. Neither the Macintosh graphical user interface nor the 
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described embodiment of Grossman, however, explicitly disclose that the user may be prompted 
for a response, whereby the icons are removed, as is recited in claims 4, 10, and 16. 
Additionally, the described embodiment of Grossman and the Macintosh graphical user interface 
fail to teach or suggest that the user may set a first property associated with a specific file or 
group of files to prevent the criteria from being satisfied for the file or files, as is recited in 
claims 5-6, 1 1-12, and 17-18. Nevertheless, Grossman presents such teachings in an additional 
embodiment. 

For example, like the above-described embodiment, Grossman describes an additional 
method by which icons satisfying specified criteria, that is, icons that have not been selected for 
a predetermined amount of time, are removed from the display (for instance, see column 9, line 
45 - column 10, line 50). Of particular relevant to the claimed invention, Grossman discloses 
that the user, through a "pop-up setting window," may exempt certain icons from being removed 
(see column 10, lines 50-54). 

Therefore, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Grossman and the Macintosh graphical user interface before him at the time the 
invention was made, to modify the method taught by Grossman and Macintosh such that the user 
may exempt specified icons from being removed and consolidated into a master icon, as is taught 
by the additional embodiment of Grossman. It would have been advantageous to one of ordinary 
skill to utilize such a combination, because retaining particular icons on the display, no matter 
how much time has passed since the icons have been selected, may be a desirable feature for the 
user, as is demonstrated by Grossman. Accordingly, Grossman and Macintosh teach that the 
user may set a first property associated with each icon to prevent the above-described criteria, 
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which stipulates the removal of the icon, from being satisfied. As it is understood that the user 
may set such a property for multiple icons, Grossman and Macintosh are further considered teach 
that the user may set this first property for a group of files, like expressed in claims 6, 12, and 18. 
Grossman discloses that the user may set this property through a pop-up setting window, as is 
described above, and therefore, an icon may be removed and consolidated into a single master 
icon based, among other reasons, on the user's input into the pop-up setting window. 
Consequently, this pop-up setting window is understood to prompt the user for a user response, 
wherein response to the user response, the icon representing a file may be removed, like 
expressed in claims 4, 10, and 16. 



Conclusion 

The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to applicant's disclosure. The applicant is required under 37 C.F.R. §1.11 1(C) to 
consider these references fiilly when responding to this action. The Blades et al. U.S. Patent 
cited therein presents a method, similar to that of claim 1, whereby menu options that have not 
been used recently are removed. The Malamud et al. U.S. Patent cited therein teaches grouping 
icons into a single icon. Lastly, the Windows 95 reference cited therein teaches presenting a 
prompt, like that of claim 4, before removing an icon from a display screen (for example, see 
page 318-319). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blaine Basom whose telephone number is (571) 272-4044. The 
examiner can normally be reached on Monday through Friday, from 8:30 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, John Cabeca can be reached on (571) 272-4048. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINE^ 
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